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Docket No. 01RS-216933 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In re Matter of Serial No. 86/346,513 for the 

mark:  POPI 

 

Victoria Kheel, 

Opposer, 

vs. 

Lions Gate Entertainment Inc.,  

Applicant. 

 

 

Opposition No.  91-222461 

 

APPLICANT LIONS GATE 

ENTERTAINMENT INC.’S MOTION FOR 

LEAVE TO WITHDRAW ADMISSIONS 

 

 

Pursuant to TBMP § 407.03(a), TBMP § 525, and Federal Rule of Civil Procedure 

(“FRCP”) 36(b), Applicant Lions Gate Entertainment Inc. (“Applicant”) hereby requests  leave 

to withdraw any deemed admissions to Opposer Victoria Kheel’s (“Opposer”) First Requests for 

Admissions (“RFAs”) purportedly served on August 31, 2016 – the last day of discovery.     

Opposer served 308 RFAs, many of which are requests to admit legal conclusions going to the 

heart of the claims of this case. 

Opposers’ motion is based on the grounds that (1) allowing the admissions to remain 

would not promote adjudication of this case on the merits because many, if not all, of the central 

issues in the case would be deemed admitted and (2) allowing Applicant to withdraw these 

admissions would not prejudice Opposer because Opposer’s testimony period has not yet begun.  

The RFAs were signed on August 30, 2016 by Opposer’s counsel and the proof of service states 

that Opposer served its RFAs, by mail, on August 31, 2016, which was two days before Labor 

Day weekend.  On September 6, 2016 to September 8, 2016, when the RFAs should have been 

received through U.S. Mail, Applicant’s lead counsel was out of the office for her mother’s 
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funeral.  Applicant’s counsel’s file clerk, who receives and distributes the mail for Applicant’s 

counsel’s intellectual property practice, was out of state from August 31, 2016 to September 8, 

2016 due to the illness of her mother.  The RFAs were not date-stamped received, per the 

standard practice of Applicant’s counsel, nor were copies thereof distributed to the attorneys and 

docketed, again per the standard practice of Applicant’s counsel.  Due to these unfortunate 

circumstances, Applicant’s counsel’s office inadvertently filed the RFAs in its pleading file and 

did not docket or distribute copies to either attorney handling this case.  The RFAs were not 

discovered until October 18, 2016.  Upon discovering the RFAs, which are now deemed 

admitted, Applicant promptly filed this motion.  Applicant requests that the Board grant the 

motion for leave to withdraw the admissions as the merits of this proceeding will be subserved 

by withdrawing the admissions. 

Applicant’s motion is supported by the accompanying brief and declarations of Paul A. 

Bost, Jill M. Pietrini, Beth Anderson, and Audencio Dimas, and such other papers and argument 

as may be presented to the Board.   

Given that Opposer’s testimony period is set to open on October 30, 2016, Applicant 

request a telephonic conference with the Interlocutory Attorney assigned to this case during the 

week of October 24, 2016 for the expedited resolution of this motion. 

 
 
 
 
 
 

Dated:  October 21, 2016 

Respectfully submitted, 
 
SHEPPARD MULLIN RICHTER & HAMPTON, LLP 

By:  /Jill M. Pietrini    
Jill M. Pietrini 
Paul A. Bost 
 
Attorneys for Applicant  
Lions Gate Entertainment Inc. 
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BRIEF IN SUPPORT OF MOTION 

I. RELEVANT FACTUAL BACKGROUND 

A. The Parties 

On July 24, 2014, Applicant filed U.S. Application Serial No. 86/346,513 to register the 

mark POPI (the “Application”), on an intent-to-use basis, for “Cosmetics; cosmetic preparations 

for body care; nail polish; nail decals; bath crystals; bath gel; bath oil; bath salts; body lotion; 

cream soaps; fragrances; moisturizing creams; shaving soap; soaps for personal use” in Class 3.  

On August 25, 2014, the Office issued an office action refusing registration of the Application 

based on, in part, a finding of likelihood of confusion with Opposer’s registration of POPPY’S in 

Class 3.  On February 24, 2015, Applicant submitted a response to the office action presenting 

arguments and evidence while the refusal should be withdrawn.  The Office withdrew its refusal 

to register the Application on the grounds of a likelihood of confusion with Opposer’s POPPY’S 

mark, and the Application was published for opposition on April 1, 2016. 

On May 19, 2015, Opposer requested, and was granted, an extension of time to file an 

opposition to the Application.  On June 20, 2015, Opposer instituted this opposition proceeding 

and asserted two grounds upon which registration of the Application should be refused:  (1) 

Applicant allegedly made certain false or misleading statements in its February 24, 2015 office 

action response that constitute fraud on the Office; and (2) a likelihood of confusion with 

Opposer’s POPPY’S mark.  (Dkt. 1.) 

B. Applicant’s Motion to Dismiss is Denied and Discovery Period Begins 

On July 16, 2015, Applicant filed a motion to dismiss Opposer’s fraud claim.  (Dkt. 6.)  

Opposer did not reply to, or oppose, Applicant’s motion but, instead, filed a First Amended 

Notice of Opposition in an attempt to cure her deficient fraud claim (Dkt. 9), and rendering 

Applicant’s motion to dismiss the original pleading moot. 

On September 8, 2015, Applicant filed a motion to dismiss Opposer’s fraud claim alleged 

in the First Amended Notice of Opposition.  (Dkt. 11.)  On January 11, 2016, the Board denied 
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Applicant’s motion to dismiss and resumed the proceedings and reset the trial dates and the time 

for Applicant to answer Opposer’s First Amended Notice of Opposition.  (Dkt. 16.)  On February 

3, 2016, Applicant filed its answer to the Amended Notice of Opposition.  (Dkt. 17.)  In the 

Board’s January 11, 2016 Order, the Board set the discovery period to open on March 4, 2016 

and close on August 31, 2016.  (Id.) 

C. Applicant’s Counsel and Primary File Clerk Were Unexpectedly Absent 

Shortly after the opening of discovery, Jill M. Pietrini, lead counsel for Applicant, 

underwent invasive reconstructive foot surgery and was unable to return to her office full time 

until the beginning of August 2016.  (Pietrini Decl., ¶ 2.)  While Ms. Pietrini was preparing to 

return the office, she was notified that her mother had become seriously ill.  (Pietrini Decl., ¶ 3.)  

As such, Ms. Pietrini traveled to be with and take care of her mother in August 2016, and to 

attend to her affairs when her mother passed in late August 2016.  (Id.)  The funeral was held on 

September 7, 2016, right after Labor Day weekend, with the necessary preparations leading up to 

it.  (Id.)  Due to this, Ms. Pietrini was unable to monitor her incoming mail for discovery 

requests.  (Pietrini Decl., ¶ 4.) 

Simultaneously, on August 31, 2016, Beth Anderson, the file clerk for Applicant’s 

counsel’s intellectual property practice,  was notified that her mother was rushed to the hospital.  

(Anderson Decl., ¶ 2.)  She abruptly left the office to travel to South Bend, Indiana to care for 

her elderly mother.  (Id.)  Ms. Anderson did not return to the office until September 8, 2016.  

(Id.)  Due to her abrupt departure, she was unable to notify her temporary replacement of the 

extensive process for receiving, filing, and notifying the attorneys of litigation related materials 

received by first class mail.  (Anderson Decl., ¶ 3.) 

D. Ms. Anderson Extensive Filing Procedure 

Ms. Anderson’s filing procedure is extensive.  (Anderson Decl., ¶ 4.)  As soon as mail 

addressed to Ms. Pietrini, Paul Bost, or anyone else in the intellectual property department 
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arrives at the offices of Sheppard Mullin Richter & Hampton, LLP (“SMRH”), Ms. Anderson 

begins to process the mail.  (Id.)  Ms. Anderson places a priority on all litigation mail that arrives 

by first class mail.  (Id.)  Once she opens the mail, Ms. Anderson date stamps the correspondence 

with the date received.  (Id.)  Ms. Anderson then pulls the file for the corresponding client  and 

determines which attorneys are working on the matter.  (Id.)  Once she determines these 

individuals, Ms. Anderson creates a pdf of the litigation materials including any cover letter, 

package label, and attachments and subsequently sends an email containing the pdf attachment to 

all the attorneys involved.  (Id.)  Furthermore, if the litigation is a discovery request, Ms. 

Anderson immediately makes a working copy that she puts in the responsible attorneys’ office.  

(Id.)  Ms. Anderson then submits the materials to Audencio Dimas, the case clerk for the 

intellectual property practice, for upload to SMRH’s network drive.  (Id.)   

The intellectual property group of SMRH in the firm’s Century City office maintains a 

digital folder with pleadings, correspondence, and documents related to each litigation in which 

the firm is involved.  (Bost Decl., ¶ 2.)  Accordingly, SMRH maintains a sub-folder therein 

related to its representation of Applicant in this opposition proceeding filed by Opposer.  (Id.)  

Upon receipt of the materials from Ms. Anderson, Mr. Dimas creates and saves a pdf of the 

documents to the appropriate subfolder.  (Dimas Decl., ¶ 2)  Mr. Dimas then sends an email 

containing the link to the pdfs on the network drive to the attorneys assigned to the matter.  (Id.)  

Finally, Ms. Anderson attaches the litigation materials to the file and places the materials in that 

portion of the file room assigned to the intellectual property practice.  (Anderson Decl., ¶ 4.)  

However, if the document does not come to Mr. Dimas in that form and instead arrives at his 

desk without a date stamp, Mr. Dimas only scans and uploads the document to the network drive 

without sending an email with the link and subsequently files the documents in the file room.  

(Dimas Decl., ¶ 4.) 
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E. Opposer Served Discovery Requests the Day Before the Discovery Deadline 

On August 31, 2016, the day discovery was set to close, Opposer served Applicant with  

308 RFAs by first class mail.
1
  (Bost Decl., ¶ 3, Ex. A.)  Because mail service was used,  

Applicant’s written responses to the 308 RFAs were to be served on Opposer no later than 

October 5, 2016.  (Id.) 

F. Applicant Did Not Discover the RFAs Until October 18, 2016 

Due to Ms. Anderson’s absence, the RFAs were not properly subject to the extensive 

mail receipt procedure employed by Applicant’s counsel.  (Anderson Decl., ¶ 5.)  On or around 

September 15, 2016, Mr. Dimas received a folder from someone in the firm with the RFAs hole-

punched and inserted into the folder without a date stamp.
2
  (Dimas Decl., ¶ 3.)  Upon realizing 

that the RFAs were not yet uploaded to the network drive, Mr. Dimas created pdfs of the RFAs 

and uploaded them onto the network drive.  (Id.)  However, as per his usual procedure, Mr. 

Dimas did not send a link to the document to the attorneys assigned the matter because the 

document did not arrive from Ms. Anderson before being attached to the file.  (Id.)  

On October 18, 2016, Paul Bost, co-counsel on this matter, reviewed the network drive 

folder related to this proceeding to gather and review documents necessary for a motion to 

compel Applicant intended to file related to Opposer’s refusal to respond to Applicant’s second 

set of interrogatories.  (Bost Decl., ¶ 3.)  Mr. Bost noticed in the folder a document that he had 

never seen before that was titled “V. Kheel’s 1st Set of RFA’s.PDF.”  (Id.)  Mr. Bost opened the 

pdf and saw that it was the RFAs purportedly served on Applicant by Opposer on August 31, 

2016.  (Id.)  This was the first time Mr. Bost had seen the RFAs.  (Id.)  Upon further examination 

                                                 
1
  Opposer’s RFAs are signed and dated as of August 30, 2016, however, the certificate of 

service is signed and dated on August 31, 2016. 

 
2
  Documents received and filed by SMRH are not hole punched and put in a folder as such.  

This suggests that Opposer’s RFAs may have come to SMRH in such a format, which may have 

added to Mr. Dimas’ confusion. 
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of the details of the file, Mr. Bost noticed that they had been created on Applicant’s counsel’s 

network on September 15, 2016.  (Id.)  Mr. Bost subsequently checked his email and noticed that 

he had not received copies of the RFAs by email per office procedure.  (Id.)  Mr. Bost conferred 

with Ms. Pietrini and learned that she had not received a copy of the RFAs either.  (Bost Decl., ¶ 

5.)  Thereafter, Applicant immediately filed the instant motion for leave to withdraw admissions. 

II. APPLICANT’S MOTION SHOULD BE GRANTED 

A. Granting Applicant’s Motion is Proper Because Withdrawal of the 

Admissions Promotes the Presentation of the Merits and There is no 

Prejudice to Opposer  

Under FRCP 36, a requested admission will be deemed admitted if the responding party 

fails to respond within 30 days of service of the requests.  TBMP § 407.03(a)  However, the 

Board may grant leave to withdraw the admissions which have been deemed admitted due to an 

untimely response: 

If a party on which requests for admission have been served fails to timely 

respond thereto, the requests will stand admitted by operation of law unless the 

party is able to show that its failure to timely respond was the result of excusable 

neglect or unless a motion to withdraw or amend the admissions is filed pursuant 

to Fed. R. Civ. P. 36(b) and granted by the Board. 

Id.; TBMP § 525; FRCP 36(b); Giersch v. Scripps Networks Inc., 85 USPQ2d 1306, 1307 

(TTAB 2007) (finding merits of action subserved by withdrawal of admissions and replacement 

with later served responses and finding no prejudice to petitioner under FRCP 36(b)); Johnston 

Pump/General Valve Inc. v. Chromalloy American Corp., 13 USPQ2d 1719, 1721 (TTAB 1989) 

(presentation of merits of case aided by relieving opposer of admission on relevant issue and 

prejudice avoided by allowing applicant limited discovery as to the amended answer).  

Under FRCP 36, withdrawal of admissions should be permitted if doing so will “promote 

the presentation of the merits of the action” and “the court is not persuaded that it would 

prejudice the requesting party in maintaining or defending the action on the merits.”  FRCP 

36(b); see also TBMP § 525 (stating the same language as FRCP 36).   
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The Board has applied a two-pronged test to determine whether to grant a party a motion 

for leave to withdraw admissions.  First, the test is satisfied “when upholding the admissions 

would practically eliminate any presentation of the merits of the case.”  Giersch, 85 USPQ2d at 

1308 (citing Hadley v. United States, 45 F.3d 1345, 1348 (9th Cir. 1995)).  In other words, the 

proposed withdrawal must “facilitate the development of the case in reaching the truth.”  Id. 

(citing Farr Man & Co., Inc. v. M/V Rozita, 903 F.2d 871, 876 (1st Cir. 1990)).  Second, the 

court must examine whether the “withdrawal [ ] will prejudice the party that has obtained the 

admissions.” Id. (citations omitted).  Furthermore, the timing of a motion to withdraw an 

admission “plays a significant role in the Board’s determination of whether the propounding 

party will be prejudiced by withdrawal or amendment.”  See Hobie Designs Inc. v. Fred Hayman 

Beverly Hills Inc., 14 USPQ2d 2064, 2065 (TTAB 1990) (motion to withdraw admissions 

granted when propounding party’s testimony period had not yet opened). 

Here, allowing the wholesale admission of 308 RFAs weighs against facilitating the 

development of the case in reaching the truth and would surely prejudice Applicant in defending 

the case on the merits.  In contrast, allowing Applicant to withdraw its admissions will not 

prejudice Opposer because Applicant will respond to the 308 RFAs immediately should the 

Board grant this motion, and is working on the responses to the voluminous RFAs now.   

Opposer will not experience any special difficulties as a result.  Lastly, the timing of the motion 

does not prejudice Opposer because Opposer’s testimony period has not yet begun.  In short, the 

Board should hold that Applicant’s admissions are withdrawn.   

1. Refusing Withdrawal of the Admissions Will Undermine the 

Presentation of the Merits 

The Board has been willing to grant similar motions if the admissions are central to the 

asserted claims in the proceeding sufficient to prejudice the responding party.  In Giersch, the 

Board granted a motion for withdrawal based on an untimely response to requests for admission 

and reasoned that “[i]f withdrawal [of the admissions] were not permitted, respondent would be 
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held to have admitted critical elements of petitioners’ asserted claims.” Giersch, 85 USPQ2d at 

1308; see also Brown & Bigelow, Inc. v. Freeflight, Inc., No. 102448, 1999 TTAB LEXIS 305, 

at *2 (T.T.A.B. July 7, 1999) (allowing withdrawal of admissions because, “it is clear that if the 

admissions are allowed to stand, applicant, having admitted to essentially every factual element . 

. . would have no hope of succeeding on the merits”).   

Here, like in Giersch, allowing Applicant’s admissions to stand could be case dispositive.  

Opposer served Applicant with an exorbitant amount of RFAs for the nature of this case, 308 to 

be exact, many of which go directly to the central factual and legal issues in the dispute – 

particularly Opposer’s fraud claim, which Applicant has already denied in its Answer.  For 

instance, if allowed to stand, Applicant will have admitted the following:
3
 

1.  Admit that POPI is pronounced the same as POPPY. 

2.  Admit that the sound of the mark POPI and the mark POPPY is the same. 

4.  Admit that the you knew that the sound of YOUR mark POPI and the mark 

POPPY was the same at the time YOU filed YOUR RESPONSE. 

7.  Admit that POPI and POPPY are similar in sound. 

9.  Admit that adding a possessive's to the mark POPI makes it identical to the 

mark POPPY'S. 

22.  Admit that YOUR statement to the USPTO that "POPI and.. POPPY (Stylized) 

are completely different in.. .sound" was false. 

23.  Admit that YOUR statement to the USPTO on page 8 of YOUR RESPONSE 

that POPI and POPPY are completely different in sound was false. 

25.  Admit that YOUR statement to the USPTO on page 8 of YOUR RESPONSE 

that the marks POPI and POPPY (Stylized) are completely different in sound 

was false. 

                                                 
3
  By no means is the above to be viewed as a complete or entire list of the RFAs that 

Applicant deems are central to the factual and legal issues in this case.  Instead the list provided 

is meant to be a representative sample which includes, but is not limited to, the types of RFAs 

that are central to the current dispute. 



 -10-  

   
 

29.  Admit that when YOU told the USPTO on page 8 of YOUR RESPONSE that 

"POPI and.. POPPY (Stylized) are completely different in... sound," YOU knew 

this statement was false. 

32.  Admit that when YOU told the USPTO on page 8 of YOUR RESPONSE that 

"POPI and.. .POPPY (Stylized) are completely different in...sound," YOU 

committed a fraud on the USPTO. 

33.  Admit that when YOU told the USPTO on page 8 of YOUR RESPONSE that 

POPI and POPPY (Stylized) are completely different in sound YOU committed 

a fraud on the USPTO. 

42.  Admit that YOUR statement to the USPTO on Page 3 of YOUR RESPONSE 

that the "The Marks are Dissimilar in... Sound" was false as to the marks POPI 

and POPPY (Stylized). 

43.  Admit that YOUR statement to the USPTO on Page 3 of YOUR RESPONSE 

that POPI and POPPY (Stylized) are "Dissimilar in... Sound" was false. 

44.  Admit that YOUR statement to the USPTO on Page 3 of YOUR RESPONSE 

that POPI and POPPY (Stylized) are dissimilar in sound was false. 

47.  Admit that YOU made a misrepresentation to the USPTO when YOU wrote on 

Page 3 of YOUR RESPONSE that POPI and POPPY are dissimilar in sound. 

55.  Admit that when YOU told the USPTO in the bolded line on Page 3 of YOUR 

RESPONSE that POPI and POPPY are dissimilar in sound, YOU knew this 

statement was false, because YOU knew that the sounds of the two marks were 

identical. 

56.  Admit that when YOU told the USPTO on Page 3 of YOUR RESPONSE that 

POPI and POPPY are "dissimilar in... sound" YOU committed a fraud on the 

USPTO. 

57.  Admit that when YOU told the USPTO on Page 3 of YOUR RESPONSE that 

POPI and POPPY are dissimilar in sound, YOU committed a fraud on the 

USPTO. 

62.  Admit that Applicant's mark POPI is not dissimilar from the cited mark POPPY 

(Stylized) in all respects. 

63.  Admit that Applicant's mark POPI is similar to the cited mark POPPY 

(Stylized) in respect to sound. 

77.  Admit that when YOU told the USPTO on page 3 of YOUR RESPONSE that 

"Applicant's mark POPI is dissimilar from the cited marks.. .POPPY'S 

(Stylized) in all respects," YOU committed a fraud on the USPTO. 
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102.  Admit that when YOU told the USPTO that the "Examining Attorney also 

erroneously concluded that Applicant's mark and the Cited Marks are similar 

in... sound" YOU committed a fraud on the USPTO. 

118.  Admit that similarity in sound alone between POPI and POPPY may be 

sufficient for a finding of likelihood of confusion. 

123.  Admit that the similarity of the sound of the marks POPI and POPPY favors a 

determination of likelihood of confusion. 

124.  Admit that the similarity of the sound of the marks POPI and POPPY'S favors a 

determination of likelihood of confusion. 

125.  Admit that the marks POPI and POPPY have a likelihood of confusion as to 

sound. 

172.  Admit that YOU chose the spelling of the mark POPI because YOU were aware 

of the trademark registrations for POPPY and POPPY'S. 

235.  Admit that the use of the spelling POPPY next to POPI on the POPI SOAP 

WEBSITE was material to a determination of likelihood of confusion. 

236.  Admit that the use of the spelling poppy next to the spelling popi in advertising 

is more likely to create consumer confusion. 

300.  Admit that prior to filing YOUR application, YOU discussed with YOUR 

attorneys the similarity in appearance between POPI and the registered mark 

POPPY's 

304.  Admit that the goods offered under the POPI mark are related to the goods 

offered under the POPPY'S mark. 

305.  Admit that the trade channels for soap offered under the POPI mark and soap 

offered under the POPPY'S mark are related. 

306.  Admit that the goods offered under the POPI mark and goods offered under the 

POPPY'S mark are used by the same classes of consumers. 

(Bost Decl., ¶ 3, Ex. A; Opposer’s RFAs.) 

These admissions specifically relate to the elements considered by the Board in 

determining likelihood of confusion and fraud, such as similarity of the marks, relatedness of 

goods, and channels of trade, as well as intent.  See In re E.I. du Pont de Nemours & Co., 476 

F.2d 1357 (CCPA 1973) (setting forth the elements of likelihood of confusion analysis); Dragon 
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Bleu (SARL) v. VENM, LLC, 112 USPQ2d 1925, 1929 (TTAB 2014) (setting forth the elements 

of fraud).   

These admissions would effectively dispose of the case in its entirety and not allow 

Applicant to proceed on the merits.  Allowing the admissions to stand would not only fail to 

promote adjudication on the merits, but  would be contrary to the purpose of Rule 36.  FRCP 

36(b), 1970 Committee Notes (“This provision emphasizes the importance of having the action 

resolved on the merits, while at the same time assuring each party that justified reliance on an 

admission in preparation for trial will not operate to his prejudice”); Johnston Pump/general 

Valve Inc., 13 USPQ2d 1719 (T.T.A.B. Sept. 28, 1989) (“[e]mphasized throughout the Federal 

Rules of Civil Procedure is the importance of resolving actions on the merits whenever 

possible”).  Such a ruling would prejudice Applicant in defending the action on the merits.  

Thus, the first prong of the test is satisfied in that upholding Applicant’s admissions 

would not promote adjudication of the claims on the merits.  

2. Allowing Applicant to Withdraw Will Not Prejudice Opposer 

In allowing Applicant to withdraw its admissions, Opposer will not suffer any prejudice 

because Opposer will still be able to litigate the matter and Opposer’s testimony period has not 

yet begun.  In determining whether to grant a motion for leave to withdraw admissions, the 

Board looks to see whether the nonmoving party will suffer any prejudice.  Giersch, 85 USPQ2d 

at 1308.  Prejudice, as used in this context, is not simply that a party who initially obtained the 

admissions will now have to convince the finder of fact of its truth.  Kerry Steel, Inc. v. Paragon 

Indus., Inc., 106 F.3d 147 (6th Cir. 1997).  Instead, prejudice relates to the special difficulties a 

party may face caused by the sudden need to obtain evidence upon withdrawal of admission.  Id.; 

Davis v. Noufal, 142 F.R.D. 258, 259 (D.D.C. 1992) (holding that the burden of addressing the 

merits does not establish “prejudice”).  The special difficulties include the “unavailability of key 

witnesses in light of the delay.”  Sonoda v. Cabrera, 255 F.3d 1035, 1039 (9th Cir. 2001).  
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However, mere inconvenience by the withdrawal of admissions does not itself constitute 

“prejudice.”  Hadley v. United States, 45 F.3d 1345, 1349 (9th Cir. 1995).  In fact, the Board has 

held that withdrawing admissions prior to the testimony period is not prejudicial.  See Hobie 

Designs Inc. v. Fred Hayman Beverly Hills Inc., 14 USPQ2d 2064, 2065 (TTAB 1990) (granting 

motion to withdraw admissions where propounding party’s testimony period had not yet opened 

and noting that “where the failure to timely respond to a request for admissions has a harsh 

result” withdrawal of the admissions provides a method of relief). 

Here, there is no prejudice in allowing Applicant to withdraw its admissions.  Like Hobie 

Designs, this proceeding has not yet reached the testimony period and has not yet proceeded to 

trial.  (See Dkt. 16.);  Hobie Designs Inc.,  14 USPQ2d at 2065 (reasoning that timing plays a 

significant role in the Board’s determination of whether the propounding party will be prejudiced 

by withdrawal).  Furthermore, Applicant fully intends to serve Opposer with responses to its 

RFAs immediately upon determination of the Board and is working on the lengthy responses as 

of the date of filing this motion.  Moreover, the slight delay
4
 in responding to Opposer’s RFAs 

does not preclude Opposer from accessing evidence or witnesses.  Due to the circumstances and 

claims in this case, it is very unlikely that such evidence and witnesses would become 

unavailable in the future.  Applicant’s untimely response was not aimed at gaming the system or 

improperly extending the deadlines.  Instead, Applicant’s failure to respond to the time allotted 

was the unfortunate byproduct of the death of lead counsel’s mother and the family emergency 

resulting in another employee not following the standard procedures of Applicant’s counsel 

when opening the mail.  Applicant filed this motion immediately upon finding the RFAs on its 

network drive.  Furthermore, Applicant fully intends to participate wholly in this proceeding and 

defend the merits of its position. 

                                                 
4
  October 5, 2016 was the deadline to respond to the RFAs, which is only 16 days prior to 

the filing of this motion.  (Bost Decl., ¶ 3, Ex. A; ) 
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Thus, the second prong of the test is satisfied in that allowing Applicant to withdraw its 

admissions will not lead to any prejudice to Opposer.  

III. CONCLUSION 

For the reasons stated above, Opposers respectfully requests that the Board grant its 

motion for leave to withdraw admissions. 

 
 
 
 
 
 

Dated:  October 21, 2016 

Respectfully submitted, 
 
SHEPPARD MULLIN RICHTER & HAMPTON, LLP 

By:  /Jill M. Pietrini    
Jill M. Pietrini 
Paul A. Bost 
 
Attorneys for Applicant  
Lions Gate Entertainment Inc. 
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DECLARATION OF PAUL A. BOST 

I, Paul A. Bost, declare as follows: 

1. I am an attorney duly licensed to practice before the Board and I am an associate 

in the law firm of Sheppard Mullin Richter Hampton, LLP (“SMRH”), counsel of record for 

Applicant Lions Gate Entertainment Inc. (“Lionsgate”) in this matter.  My supervising partner 

Jill Pietrini and I are the lawyers responsible for this case.  .  I have personal knowledge of the 

facts set forth in this declaration and if called to testify, I could and would testify competently 

thereto.  

2. The intellectual property group of SMRH in the firm’s Century City office 

maintains a folder with pleadings, correspondence, and documents related to each litigation in 

which we are involved.  Accordingly, we maintain a sub-folder therein related to our 

representation of Lionsgate in this opposition proceeding. 

3. On October 18, 2016, I reviewed the folder related to this proceeding to gather 

and review documents necessary for a motion to compel Lionsgate intended to file related to 

Opposer’s refusal to respond to Lionsgate’s second set of interrogatories.  I noticed in the folder 

a document I have never seen before that was titled “V. Kheel’s 1st Set of RFA’s.PDF.”  I 

opened the documents and saw that it was Opposer’s First Set of Requests for Admission 

(“RFAs) purportedly served on Lionsgate by Opposer on August 31, 2016.  A copy of the RFAs 

is attached hereto as Exhibit A.  This the first time I had seen the RFAs.  I examined the details 

of the file, and noticed that they had been created on Applicant’s counsel’s network on 

September 15, 2016, as reflected in the below screenshot. 
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4. I subsequently checked my email and noticed that I had not received copies of 

these discovery requests by email per our office procedure. 

5. I then conferred with Ms. Pietrini and learned that  she had not received a copy of 

the RFAs either. 

I declare all of the foregoing under the penalty of perjury under the laws of the United 

States of America.  Executed this 21
st
 day of October, 2016 in Los Angeles, California. 

  
 

/Paul A. Bost/ 

  Paul A. Bost  
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DECLARATION OF JILL M. PIETRINI 

I, Jill M. Pietrini, declare as follows: 

1. I am an attorney duly licensed to practice in the State of California.  I am a partner 

in the law firm of Sheppard Mullin Richter & Hampton, LLP, (“SMRH”) counsel of record for 

Applicant Lions Gate Entertainment Inc. (“Lionsgate”)  in this case.  I have personal knowledge 

of the facts set forth in this declaration, and if called to testify, I could and would testify 

competently thereto. 

2. On April 11, 2016, I underwent extensive reconstructive foot surgery to my right 

foot.   I was in multiple casts and on crutches from April 11, 2016 through most of June 2016.  

Because the surgery was to my right foot, I was unable to drive until three months after the 

surgery.  Due to the surgery, I was out of the office for almost four months returning to work full 

time in my office on August 1, 2016.     

3. In early August, 2016, I received news that my mother had suddenly become 

extremely ill and physically unable to care for herself.  I immediately traveled to see my mother 

and attend to her affairs.  Shortly after, my mother passed away on August 24, 2016.  Her funeral 

mass and service and burial, which I arranged, was held on September 7, 2016, right after Labor 

Day weekend.  My mother’s illness, death, and funeral required me to travel to Northern 

California three consecutive weeks.  I am still finishing matters relating to her burial and 

working on wrapping up her affairs.   

4. Due to my absence I was unable to monitor my incoming mail and did not know 

that Opposer had served its First Set of Requests for Admission in this case.  

I declare all of the foregoing under the penalty of perjury under the laws of the United 

States of America.  Executed this 21
st
 day of October, 2016 in Los Angeles, California. 

  
 
 
/Jill M. Pietrini/ 

  Jill M. Pietrini  
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DECLARATION OF BETH ANDERSON 

I, Beth Anderson, declare as follows: 

1. I am the filing clerk for Applicant’s counsel’s intellectual property practice in the 

Century City Office of the law firm of Sheppard Mullin Richter & Hampton, LLP (“SMRH”), 

which represents Applicant Lions Gate Entertainment Inc. (“Lionsgate”)  in this case.  I have 

personal knowledge of the facts set forth in this declaration, and if called to testify, I could and 

would testify competently thereto. 

2. On August 31, 2016, I received news that my mother had suddenly become 

extremely ill, and was rushed to the hospital.  I immediately and abruptly left the office to travel 

to South Bend, Indiana to care for my elderly mother and tend to her affairs.  I did not return to 

the office until September 8, 2016.    

3. Due to my abrupt departure, I was unable to notify a temporary replacement of 

the extensive process for receiving, filing, and notifying the attorneys of litigation related 

materials received by first class mail.   

4. My filing procedure is extensive.  As soon as mail addressed to Ms. Pietrini, Paul 

Bost, or anyone else working in the intellectual property department arrives at the offices of 

SMRH, I begin to process the mail.  In doing so, I place a priority on all litigation mail that 

arrives by first class mail.  Once I open the mail, I date stamp the correspondence with the date 

received.  I then pull the file for the corresponding client  and determine which attorneys are 

working on the matter.  Once I determine who these individuals are, I create a pdf of the 

litigation materials including any cover letter, package label, and attachments and subsequently 

send an email containing the pdf attachment to all the attorneys involved.  If the litigation is a 

discovery request, I immediately make a working copy that I put in the responsible attorney’s 

office.  I then submit the materials to Audencio Dimas for upload to SMRH’s network drive.  I 
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then place the materials in that portion of the file room assigned to the intellectual property 

practice. 

5. Due to my absence, Opposer’s First Set of Requests for Admission were not 

properly subject to the extensive filing procedure employed by Applicant’s counsel. 

I declare all of the foregoing under the penalty of perjury under the laws of the United 

States of America.  Executed this 21
st
 day of October, 2016 in Los Angeles, California. 

  
 

/Beth Anderson/ 

  Beth Anderson  
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DECLARATION OF AUDENCIO DIMAS 

I, Audencio Dimas, declare as follows: 

1. I am the clerk for the intellectual property department in the law firm of Sheppard 

Mullin Richter & Hampton, LLP (“SMRH”), which represents Applicant Lions Gate 

Entertainment Inc. (“Lionsgate”)  in this case.  I have personal knowledge of the facts set forth in 

this declaration, and if called to testify, I could and would testify competently thereto. 

2. I am primarily responsible for uploading and maintaining documents for litigation 

matters on the network drive.  My procedure for doing so is as follows.  Upon receiving newly 

received documents from Beth Anderson, I save a pdf of the documents and upload them to the 

appropriate subfolder on the network drive.  I then send an email containing the link to the pdfs 

on the network drive to the attorneys assigned to the matter.  However, if a document arrives to 

my desk without a date stamp, I only scan and upload the document to the network drive but do 

not send a link.  I then forward the folder to be filed in the portion of the file room assigned to 

the intellectual property practice.  

3. On or around September 15, 2016, I received a file with the Opposer’s First Set of 

Requests for Admissions hole-punched and inserted in the file without a date stamp.  Upon 

realizing that the RFAs were not yet uploaded to the network drive, I created pdfs of the 

materials and uploaded them onto the network drive on that same day.  However, as per my 

usual procedure, I did not send a link to the document to the attorneys assigned to the matter 

because the document did not arrive from Ms. Anderson before being filed.  I do not know who 

placed the file with the RFAs on my desk.  The file was there when I returned to my desk. 

I declare all of the foregoing under the penalty of perjury under the laws of the United 

States of America.  Executed this 21
st
  day of October, 2016 in Los Angeles, California. 

  
 

/Audencio Dimas/ 

  Audencio Dimas  
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CERTIFICATE OF ELECTRONIC TRANSMISSION 

I hereby certify that this APPLICANT LIONS GATE ENTERTAINMENT INC.’S 

MOTION FOR LEAVE TO WITHDRAW ADMISSIONS is being transmitted electronically 

to Commissioner of Trademarks, Attn:  Trademark Trial and Appeal Board through ESTTA 

pursuant to 37 C.F.R. §2.195(a), on this 21
st
 day of October, 2016. 

 

/LaTrina A. Martin/  

LaTrina A. Martin 

 

 

 

 

CERTIFICATE OF SERVICE 

I hereby certify that this APPLICANT LIONS GATE ENTERTAINMENT INC.’S 

MOTION FOR LEAVE TO WITHDRAW ADMISSIONS is being deposited with the United 

States Postal Service, postage prepaid, first class mail, in an envelope addressed to:  

Ilana Makovoz, Esq. 

MAKOVOZ LAW GROUP 

9350 Wilshire Blvd., Suite 203 

Beverly Hills, CA 90212 

 

on this 21
st
 day of October, 2016. 

/LaTrina A. Martin/  

LaTrina A. Martin 

 
SMRH:479573101.2 






















































































































